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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
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- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
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DETAILED ACTION 

Claims Pending 

Claims 1-5 are pending. Claims 1-5 are examined on the merits. 

Abstract Objection 

The abstract of the disclosure is objected to because an Abstract is not supposed to have a 
structure. Correction is required. See MPEP § 608.01(b). 

Claim Rejections -35 USC § 112, 2 nd 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claim 5 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 

The method in claim 5 does not comprise active steps. Rather, the method appears to 
reiterate experimental conditions that were previously published, as indicated by past tense verbs 
"was" or "were". Since the required steps in the method cannot be determined, the claims is 
interpreted to encompass the following step to expedite examination prosecutions: the extracts of 
Epimeredi indica roots was diluted with water, filtered, and subjected to HPLC analysis. 
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Claim Rejections -35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claim 1 is rejected under 35 USC § 102 (b) as being anticipated by Calis et al 
(Phytochemistry 23 (10): 2313-2315, 1984). 

Calis et al teach a compound (2) isomarytynoside: 3-hydroxy-4-methoxy-P- 
phenylethoxy-0-a-L-rhamnopyranosyl-(l -3)-6-0-femloyl-P-D-glucopyronoside, the same as 
formula I in claim 1 (see the entire document). 

Therefore, the reference is deemed to anticipate the instant claim above. 



Claim Rejections -35 USC § 103 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth 
in section 102 of this title, if the differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 



Application/Control Number: 10/572,559 Page 4 

Art Unit: 1655 

Claims 1-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over Dharmasiri et 
al (Pharmaceutical Biology 40 (6): 433-439, 2002), in view of Arisawa et al (Planta Medica 38- 
41, 1986). 

Dharmasiri et al teach that a decoction (water extract, oral liquid) of leaves and stems of 
Anisomeles indica (the same as Epimeredi indica, see the attachment) were orally administered 
to rats as an anti-inflammatory agent. Dharmasiri et al also teach that the two categories of plants 
were cut into small pieces and boiled separately in distilled water (200 g of plant material in 
1000 ml of water) under reflux conditions, for 3 h. After 3 h, the boiled extracts were filtered 
through cotton wool and each filtrate was further reduced to 100 ml by boiling under reduced 
pressure. The concentrated extracts were then freeze-dried, were further reconstituted in distilled 
water (adjuvant) to obtain desired concentration in 1 ml solution during the treatment (thus oral 
solution) (page 433, right column, last paragraph; page 434, left column, 1 st paragraph). 

Dharmasiri et al do not teach root extract of Anisomeles indica, powder the roots, 10 
times of water to extract twice, 1-2 h per time, concentration density, or 0.1-1.5% of compound 
epimeredinoside A through HPLC quantitative analysis. 

Arisawa et al teach that "Fang Feng Cao" (the same as Epimeredi indica, see 
specification, page 1, 3 rd paragraph) is the dried whole plant of Anisomeles indica. The crude 
drug has bee used in China for antidote, stomachache, pain, boil, swelling, poles and 
hypertension. 
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Therefore, it would have been prima facie obvious for one of ordinary skill in the art at 
the time the invention was made to use the root of Epimeredi indica in the decoction of Arisawa 
et al since Arisawa et al teach that the whole plant (thus including root) of Anisomeles indica has 
been used in China for antidote, stomachache, pain, boil, swelling, poles and hypertension. Since 
both of the references teach the use of plant Epimeredi indica, one of ordinary skill in the art 
would have been motivated to make the modifications. Water extract of root Epimeredi indica 
would inherently contain compound epimeredinoside A. Regarding the limitation to the amount 
of water used in the extraction process, extraction time, concentration density, or HPLC 
quantitative analysis to determine the concentration of a component, the result-effective 
adjustment in conventional working parameters is deemed merely a matter of judicious selection 
and routine optimization which is well within the purview of the skilled artisan. It is well know 
in the art to powder the plant material to increase the surface area so as to enhance solvent 
extraction efficacy. . 

From the teachings of the references, it is apparent that one of the ordinary skills in the art 
would have had a reasonable expectation of success in producing the claimed invention. 

Thus, the invention as a whole is prima facie obvious over the references, especially in the 
absence of evidence to the contrary. 



Conclusion 

No claim is allowed. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Qiuwen Mi whose telephone number is 571-272-5984. The 
examiner can normally be reached on 8 to 5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terry McKelvey can be reached on 571-272-0775. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov: Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Qiuwen Mi 




